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S. P, SHOTTER CO. v. LARSEN et al 
(Circuit Court of Appeals, Fifth Circuit, October 14, 1905.) 7 
"No. 3,301. ~ 


Appeal from the District Court of the United States for the South- 
ern District of Georgia. 
See 134 Fed. 705, 67 C. C. A. 259, 


Walter G. Charlton, for appellant. 
Saml.:B, Adams, for appellees. 


Before PARDEE and SHELBY, Circuit Judges, and MAXEY, 
District Judge. 


PER CURIAM. On rehearing, reargument, and reconsideration ae 
of the record, we find that our iormer decision as to the state of the 5 i 
record and on the merits of the case was correct; but we now con- 
clude that in passing upon the merits of this appeal all proceedings 
had in the Circuit Court in the case there pending between the same ; 
parties should be ignored, and this appeal be decided without rei- 
erence thereto. | ; 

It is therefore ordered that the decree of the District Court, dis- : 
missing the libel, with costs, be, and the same is, hereby reversed, ke 
and the cause is remanded, with instructions to enter a decree in fa- ne 
vor of the libelant and against claimants of ship Hercules in the sum | 
of $381.04 and costs. 








VICTOR TALKING MACH. CO. et al. v. AMERICAN GRAPHOPHONE CO. ' 
(Circuit Court, 8S. D. New York. September 28, 1905.) 


1, PATENTS—SUIT ror INFRINGEMENT—LEQUITY JURISDICTION, 
Where a bill alleging infringement of an unexpired patent demands 
damages and a permanent injunction, equity has jurisdiction. 
(Ed. Note—For cases in point, see vol. 38, Cent. Dig. Patents, § 439.] 


2. CoNTRACTS—VALIDITY—OUSTING JURISDICTION oF COURTS. 

A prior agreement, by which the parties to a suit for infringement of a 
patent agree on terms of settlement on condition that the patent is sus- 
tained, cannot deprive the court of jurisdiction to hear and determine the 
case. 


[Ied. Note— For cases in point, see vol. 11, Cent. Dig. Contracts, § 605] 


& PATENTS—PrRiIong Pusric Use. 
The mere exhibition of an experimentally constructed machine by the : 
inventor to an audience, accompanied by an explanation of the invenuon, _ 
no charge being made, is not such a public use as will defeat his right to 





a patent applied for more than two years afterwards. | «1 
{Ed. Note—TFor case in point, see vol, 38, Cent. Dig. Patents, i% “et 
93-95.) 5 


wed Pays 
| 
i ' 


be os 


E 


Raymond R. Wile 
Research Library _ 





fo es or is eel ok oe 


E = dietetic ie id aes 


r ~ i : a a ae ry : ; ; ’ ne = oh ie en <r : rn i :. ate S| Teele 
yg: EF 
VICTOR TALKING MACH. CO, V. AMERICAN GRAPH. CO. 3861 a 


bee ul 


- Uae Si ee oe 
Ser 


o 3 


a 


4, BAME—ABANDON MENT. é 
A patent is not invalidated by the fact that the invention claimed was 
described, but not claimed, in an earlier application by the patentee, on 
which a patent was issued after the one in suit, where it is apparent that 
there was no intention to abandon the invention to tbe public 
[Ed. Note.-—For cases In point, see vol. 38, Cent. Dig. Patents, § 106] aa 
5. SAME—BURDEN AND MEASURE oF Paoor. : 

The burden of proving abandonnient of an invention to defeat a patent iH. 
therefor rests upon the party alleging the same, and evidence ig insufi- re 
cient which rests on doubtful inferences, be 

[Ed. Note.—For cases in point, see vol. 38, Cent. Dig. Patents, § 112.) vs 


G, SamE—INFRINGEMENT—GEAMOPHONE, 
The Berliner patent, No, 534,543, for improvements in talking machines, 
was not anticipated, and discloses patentable invention; nor is it invali- 
dated by prior public use of the invention or abandonment Claims 6 : 
and 35 also ield infringed. 
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In Equity. On final hearing. 


Horace Pettit, for complainants. ia 
- Elisha K. Camp (Philip Mauro and C. A. L. Massie, of counsel), : 
for defendant. 
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HAZEL, District Judge. The bill is in equity, and relates to the in- ~~ >-- 
fringement of letters patent No. 534,543;issued February 19, 1895, to 
Emile Berliner, assignor to complainants, on application filed March 
30, 1892, for improvements in a talking machine commonly known as , 
the “gramophone.” ‘The apparatus to which the improvements relate c 1 
is constructed to record and reproduce. vocal sounds. The patent has core. 1 


ae eee, 


35 claims, of which claim 5, for the process, and 35, for construction 
of the recording and reproducing apparatus, alone are involved. Such 
claims read as follows: 


“(5) The method of reproducing sounds from a record of the same, which 
consists in vibrating a stylus and propelling the same along the record by and 
in accordance with the said record, substantially as described.” 

“(35) In a sound reproducing apparatus, consisting of a traveling tablet 
having a sound record formed thereon, and a reproducing stylus shaped for 
engagement with said record and free to be vibrated and propelled by the 
same, substantially as described.” 
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At the date of the invention in suit it was not new to record sound . f 

and articulated words, and reproduce the same by suitable mechanical a 

agencies. Numerous defenses are interposed in the answer, viz., antici- if 

pation, prior use, abandonment and nonpatentability. The objection is 

also urged that the court is without jurisdiction, on the ground that com- 

plainants, before the suit was instituted, agreed in writing to release : .F 

the defendant from the payment of damages, and to grant to it a li- 

cense to use, sell, and manufacture the patented machine, provided the "4 

patent in suit was held valid by the court. Such objection, however, | 
: which is erroneously sought to be sustained upon the authority of Root i 
v. Railroad Co., 105 U. S. 189, 26 L. Ed. 978, is without merit. The i 
| principle is unassailable that, where mere damages are sought to be ) , 

recovered in an action for infringement of a patent, a court of equity 
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will not interfere. But, where the bill alleging infringement of an up: 
expired patent demands damages and permanent injunction, equitable 
relief in a proper case will not be refused. A prior agreement, by 
which the interested parties mutually agree upon terms of settlement 
on condition that the patent in controversy is sustained by the court, 
cannot upon principle and authority deprive a court of its inherent 
power and jurisdiction. McMillin v. St. Louis & Miss. Valley Transp, 
Co. (C. C.) 18 Fed. 260; Guaranty Co. v. Green Cove Rd. Co., 139 
U. S. 1387, 11 Sup. Ct. 512, 35 L. Ed. 116. To the same effect, see 
Doyle v. Continental Ins. Co., 94 U. S. 535, 24 L. Ed. 148; Insurance 
Co. v. Morse, 20 Wall. 445, 22 L. Ed. 365. 

It is insisted on the part of the defendant that the evidence con- 
clusively shows that there was a public use of the invention for more 
than two years prior to the application for the patent; that the inven- 
tor abandoned his right to the claims in suit by a postponement of 
them; and that in an earlier application for a patent he described such 
claims in his specifications, without, however, claiming them. The 
complainants contend that the alleged prior public use was for the 
purpose of experiment, and that there was no abandonment in fact. 
To properly understand the defenses it is necessary to consider the 
state of the art, and to briefly indicate the principles of the various 
talking machines commonly known and mentioned in the record. The 
references relied upon to anticipate the involved claims are first, the 
Franklin Institute lecture by the patentee on May 16, 1888; second, 
a publication by him in the Electrical World, on November 12, 1887; 
and, third, the patents to Bell & Taintor, No. 341,214, dated May 4, 
1886, and to W. Suess, assignor to Emile Berliner, No. 427,279, issued 
May 6, 1890. In the British patent to Edison, No. 1,644, dated April 
24, 1878, for recording and reproducing vocal sounds, the air vibra- 
tions were recorded by a system of indentations upon a pliable or 
yielding material, as. for instance, a thin sheet of metal or tin foil. 
The foil was ordinarily placed over a grooved substance, and received 
impressions of the voice through the instrumentality of a movable, 
inelastic diaphragm, having at its end an indenting point or stylus. In 
order to effectuate the reproduction of sound vibrations, the point 
of the stylus was essentially kept in constant contact with the revolv- 
ing record, cylinder, or disc. This was accomplished by a mechanical 
device which propelled the stylus across the surface of the record. In 
the graphophone patent, issued to Bell & Taintor, the record was en- 
graved or cut in waxlike or amorphous material. The form of 
cutting or engraving was ina spiral groove ofvarying depth; theside 
of the walls sloping toward the bottom. The stylus, which curved in a 
downward direction, was kept in the groove by gravity, and as the 
record rotated it was vibrated vertically “in the direction of its length.” 
It is shown by the evidence that the graphophone in one form, which is 
illustrated in the drawings attached to the patent, required mechanical 
means to propel the record past the reproducer diaphragm and station- 
ary stylus. In another form, a movable stylus attached to the dia- 
phragm was propelled by an auxiliary device across the record, so as 
to retain the stylus point in constant contact with the vertical undula- 
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tions.. These different forms of-talking machirles are disclosed by 
the patents of prior date; the common form of style being adapted 
to record and reproduce vocal sounds at the instance’ of the user, 
and the other to merely reproduce sound vibrations as‘had previously 
been recorded in accordance with the process of the patentee. 

In the patent to Emile Berliner, No. 564,586, issued on July 28, 1896, 
application filed November 7, 1887, the process of recording and re- 
producing sound vibrations differs essentially from the method used in 
the phonograph and the graphophone. The specification described a 
process by which the sounds were inscribed upon a layer of nonresist- 
ing material, which was afterwards copied in a nonyielding material, 
from which the sounds were reproduced. The specification says: ~*~ 


“The original record, as well as the copy of the same, is thus obtained as 
an undulatory line of even depth, as distinguished from the line of varying 
depth obtained by the ordinary phonograph and graphophone.” . 


It is not disputed that such mode or process was a new and merito- 
rious invention, and that it was not merely a patent for the functional 
effect of the machine in connection with which it was used. The ear- 
lier specification does not claim the method nor the details of con- 


. Struction of the claims in controversy. Hence it is contended by the 


defendant, as will presently appear, that there was a surrender or 
waiver thereof. In the patent in suit two features of the invention 
are mentioned ; one concerning the process or mode of recording sound 
upon a record tablet, the other as to the construction of the apparatus. 
Complainants contend, and the proofs show, that the styltis attached 
to the diaphragm is arranged so as to permit the same to vibrate 
laterally, and that, owing to lateral undulations in the walls of the rec- 
ord groove, a desirable swaying motion is imparted to the reproducer 
diaphragm. Concededly, the lateral undulations in the record auto- 
matically guide or propel the stylus and diaphragm in its course over 
the disc from the outer circumference toward the center, and the 
stylus travels in an apparently direct radial path, while at the same 
instant of time it is pulsated or incited by the sound waves. 

The principle of operation in the Berliner machine is thought to be 
essentially different from that of the machine of Bell & Taintor. In the 
latter an auxiliary joint or feed screw was necessary, as already stated, 
to effectuate the required passage of the record over the point of the 
stylus, or to cause the stylus and reproducer diaphragm to travel across 
the surface of the record. In complainants’ patent, on the other hand, 
it is shown that the lateral vibrations of the stylus point, and the pro- 
pelling of the same over the suriace of the record without mechanical 
assistance, and through the means of the groove alone, was the primary 
object of the inventor. In the Suess patent is contained a descrip- 
tion corresponding to the features of claim 35 in suit. The primary 
object of Suess, an employé of Berliner, however, was merely to con- 
struct a suitable pivotal support for the diaphragm and stylus, so as 
to assist such device in its passage across the record. It is expressly 
stated in the specification of the Suess patent that the invention relates 
to improvements in the reproducing apparatus of Berliner, and that 
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the construction and mounting of the stylus form no part of the iy. 
vention. The improvement of Suess, therefore, is not an anticipa- 
tion. Defendant insists that the Bell & Taintor specification fully 
described the Berliner process and specific combination. Such specifi- 
cation says: 


“The invention consists, fourthly, In loosely mounting the reproducing atyle, 
80 that it is free to follow the record.” 


And, further: 


“Preferably the reproducing style, or rather what may be called the “heaa' 
of the reproducing Instrument, ils mounted on an universal joint, and the style 
is pressed against the record by the yielding pressure of a spring or weight.” 


Stress is placed upon the language quoted; but, from what has al- 
ready been said regarding the Bell & Taintor patent, it is manifest 
that the principle of Berliner’s invention rests upon the practica- 
bility of propelling the stylus in the groove across the surface of the 
record without a feed screw or other mechanism. By such adaptation 
to what is known in the art as a zigzag record (complainant’s record), 
certain imperiections in the talking machine were overcome, and 
sound, when reproduced, was rendered more intelligible. There was, 
I think, patentable novelty in the method which accomplished the re- 
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sults stated. The broad claims in suit in my judgment cannot be - 


restricted to a record of even depth, such as described in the speci- 
fication. The essence of such claims would seem to include a sound 
record, which, when in juxtaposition with a diaphragm and stylus 
propelled in the manner described, is thereby enabled to successiully 
accomplish the primal object and purpose of the invention. 

The next defenses, prior use and abandonment, may be considered 
together. The proofs show that the patentee used his machine and 
gratuitously delivered a lecture in relation thereto in the city of 
Philadelphia on May 16, 1888, to an audience of about 290 persons, 
more than two years before the application in suit, and that prior 
thereto, in the year 1887, he published an article in a periodical, the 
Electrical World, relating to his said discovery. He expressly stated 
in his lecture that the exhibit machine was the hasty result of a new 
mechanism, and the accomplishment should be measured by its future 
possibilities, and not wholly by the demonstration. It is not claimed 
that there were any sales of the instrument at the time of the ex- 
hibition and lecture. Indeed, it is conceded that the apparatus was 
not sold nor used by other persons until about six years later, when 
the patent in suit was issued. The mere exhibition of the machine 
to an assembled audience to hear an explanation of one’s invention 
was not fatal to the patent under the authorities. Shaw v. Cooper, 
32 U. S. 292, 8 L. Ed. 689; Egbert v. Lippmann, 104 U. S. 333, 26 L. 
Ed. 955; Elizabeth v. Pavement Co., 97 U. S. 126, 24 L. Ed. 1000; 
Eastman v. Mayor, etc., of City of New York (C. C. A.) 134 Fed. 
844. : 

That a complete disclosure was made of the described plan of 
mounting the reproducer diaphragm and stylus in the specification 
attached to the application filed November 7, 1887, is freely admitted. 
Such disclosure consisted of a machine constructed in accordance 
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> . with the drawing (Fig. 10) of the earlier’ application. The diaphragm 

| and stylus were mounted or suspended upon a conveyor arrangement 
having rollers. The inventor did' not allow his ‘invention, with his con- 
sent, to be embodied by: other persons in a completed machine; and 
no profit or gain, until the patent was granted, was realized as a re- 
sult of the invention. Moreover, the evidence and circumstances 
justify the assumption that the exhibition of the apparatus was purely 
experimental and in no sense a public use, within the meaning of the 
statute, In Elizabeth v. Pavement Co., supra, the Supreme Court 
considered the meaning and application of the words public use. 
In the opinion it is stated: 

“But if the inventor allows his machine to be used by other persons generally, 
either with or without compensation, or if it is, with his consent, put on sale 
for such use, then It will be in public use and on public sale, within the mean- 
ing of the law. * * * Nicholson did not sell it, nor allow others to use it or 
sell it. He did not let it go beyond his control. We did nothing that indicated 
any intent todo So. He kept it under his own eyes, and never for a moment | 
abandoned the intent to obtain a patent for it. In this connection, it is proper 
to inake another remark. It is not a public knowledge of his invention that 


. oe the inventor from obtaining a patent for it, but a public use or sale f 
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This doctrine undoubtedly has application to the facts here. As 

already appears, the patent in suit was issued upon a later application 

- than patent No. 564,586. Why the broad claims of the former were 

not made a part of the earlier application and specification does not 

appear. Defendant broadly contends that the fact of the omission by 

the patentee to claim the invention in the earlier application, con- 

sidered in connection with the above-mentioned publication in the 

ee Electrical World and public exhibition, was an abandonment and for- 

feiture thereof. It is true Rev. St. § 4888 [U. S. Comp. St. 1901, 

p. 3333], requires the inventor to point out and distinctly claim the 

improvement or combination which he claims is his invention or dis- 

covery. If he omits so to do, such improvement or combination 

being apparent on the face thereof, he is presumed to-have abandoned 

the same, and to have dedicated to the public that which is not 

claimed. Miller v. Brass Co., 104 U. S. 350, 26 L. Ed. 783; Jarnes 

v. Campbell, 104 U. S. 356, 26 L. Ed. 786; Stirrat v. Excelsior Mfg. 

Co., 61 Fed. 980, 10 C. C. A. 216; McBride v. Kingman, 97 Fed. 

217,38 C, C. A..123. F 

But it may be stated as a general rule that “a patent is never in- 

. validated by the fact that the invention claimed in it was described, 

but not claimed, in a patent granted subsequently to the making of 

the application ior the patent secondly issued, but before it was i 

_ granted.” This principle, as enunciated by Judge Blatchford in i 

Singer v. Braunsdorf, 7 Blatchf. 521, Fed. Cas. No. 12,897, is thought oe 
toapply. See, also, Thomson-Houston Elec. Co. v. Elmira & Horse- 
heads Ry. Co. (C. C.) 69 Fed. 257. In any event, it cannot justly be 
claimed from the facts that Berliner has done anything to indicate 
an intention to waive or surrender his discovery. To merely with- 
hold a patent from the public has never been considered an abandon- 
ment; and the adjudged cases uniformly hold that an inventor may 

have a patent for an invention described, but not claimed, by him in a 

140 F.—55 - 4 
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a prior patent to himself. Graham v. McCormick (C. C.) 11 Feg 
859; Vermont Farm Machine Co. v. Marble (C. C.) 19 Fed, 307. 
Eastern Paper-Bag Co. v. Standard Paper-Bag Co. (C. C.) 30 Fed. 
63. In the latter case the language of the Supreme Court in Miller 
v. Brass Co, and James v. Campbell, supra, was interpreted as apply- 
ing to reissues under the statute. It was broadly held that the de- 
scription of another invention in a prior patent by the same inventor 
does not forfeit his right to afterward take out a patent for such 
invention. In this case the patent on the earlier application, as has 
been stated, was issued subsequent to the patent in suit. I am un- 
able to, perceive how the patentee’s failure to claim the invention 
described in his earlier application can be construed as an abandon- 
ment thereof. It is true an abandonment of an invention by a ; 
patentee to the public is a question of fact, and may be established 
by the patentee’s intention to abandon, or by inferences consistent 
therewith. Rifle & Cartridge Co. v. Arms Co., 118 U. S. 22, 6 Sup. ; 
Ct. 950, 30 L. Ed. 53; Planing Machine Co. v. Keith, 101 U. §. : 
479, 25 L. Ed. 936. 3 
The burden, however, is upon the defendant to show that the in- Li 
- vention was abandoned. Wyeth v. Stone, Fed. Cas. No. 18,107. Nor, a, 
indeed, should evidence of abandonment rest upon doubtful or con- * 
troverted inferences. ‘The publication in the Electrical World is not 
entitled to the probative weight claimed by the defendant. The rule 
is that the prior publication, in order to anticipate, must fully and* 
aaa clearly describe the invention, so as to enable the skilled in the art 
m4 to completely understand it and reproduce the apparatus without 
ell assistance from the patentee. Badische Anilin & Soda Fabrik v. 
a. Kalle (C. C.) 94 Fed. 163; Cohn v. Corset Co., 93 U. S. 366, 23 L. 
oe Ed. 907. The prior publication, based upon the article mentioned, 
. is not within the rule stated. | 
The elicited facts are thought to be foreign to sustaining the as- 
serted defenses; and hence, infringement not being controverted, 
complainants are entitled to a decree adjudging the validity of the | 
ae patent and its infringement, and for an injunction against the use of 
° the machines or devices made in violation of claims 5 and 35 oi the 
Ss patent in suit, with costs. 
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, NEW ENGLAND MOTOR CO. v. B. ¥F. STURTEVANT CO. 
| (Circuit Court, 8. D. New York. October 10, 1905.) Be 


1. PATENTS—ANTICIPATION—INOPERATIVE DEVICE. . 
A patent cannot, as an anticipation, properly have applied into it, from 
necessity, more than it fairly shows, to make it an operative structure. : 
What is required, and not so shown, is left for later inventors. 


ire). 2. SAME—INFRINGEMENT—ELECTRIC MOTOR FRAMES. - 

“Tt, Se The Burke patent, No. 681,518. for an electric motor or generator, the i | 
essential feaiure of which is an armature cradle supported by the magnet E 

frame and removably and reversibly attached thereto for the purpose of : 

securing a permanently perfect aligument of the bearings and a machine 

which can be reversed and affixed to the ceiling when desired, without ra 

interfering with the adjustment of the armature. was not anticipated aud 

discloses patentable invention; also Aeld infringed. 
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VICTOR TALKING MACII. CO. et al. v. AMERICAN GRAPIOPHONE Co. 
(Circuit Court, S. D. New York. December 20, 1905.) 


, PATENTS—DECREE SUSTAINING VALIDITY—RESTRAINING ParTy From Usrtna 


Decision TO OBTAIN TRADE ADVANTAGE. 

It is doubtful whether a court has power to compel a party to a decree 
sustaining a patent to recall circulars sent out to customers stating the 
holding of the court, or to further advise the recipients of the circulars 
that the decree has been appealed from and superseded by the adverse 

arty, where the decision of the court does not appear to Lave been 
Willfully perverted. . 


Horace Pettit, of counsel, for complainants. 
Elisha K. Camp (Philip Mauro and C, A. L. Massie, of counsel), 
for defendant. 


HAZEL, District Judge. This is an application to require the com- 
plainant by compulsory order to correct certain alleged misrepresenta- 
tions respecting the decision of the court in the above-entitled action, 
holding the patent infringed. The asserted misrepresentations are 
claimed to have been contained in a previously mailed circular letter 
addressed by complainant to various persons, and it is also urged that 
the court require the complainant to notify the persons receiving such 


original circular letter that the relief under the deeree since filing same, 


has been stayed. Complainant has read opposing affidavits averring 
its absolute good faith, and disclaiming any intention to injure the de- 
fendant in its business. Since the supersedeas has been allowed, the 
complainant has mailed to persons to whom the original circular had 
been sent a notice that the defendant is licensee under the patent in 
suit. The asseried good faith of the complainant is not entirely bevond 


question. That the complainant attempted to obtain a trade advantage . 


over its competitors is probable, and its motives apparently were hused 
on the theory that it was good business policy to quickly advise the 
trade that it had succeeded in establishing the validity of the patent 
in controversy. This is shown by its omission to state in the circular 
that the defendant had. the legal right to sell the records, and by its 
precipitancy in publishing or advertising the decision of the court. 
The objectionable circular was mailed on October 26, 1/05, after a 
motion for supersedeas had been noticed by the defendant for hearing 
on the succeeding day. That the complainant's officers were aware 
of such pending motion may therefore be presumed. The circular may 
not have been false or fraudulent, and counsel's interpretation of the 
opinion may not be inaccurate; but knowing that the case would be 
reviewed on appeal, and that a stay in all probability would be al- 
lowed, a proper consideration for the court should have suggested wait- 
ing until the appeal, or, at least, the motion for stay, had been decided 
before publishing any claimed advantages over competiters in busi- 
ness. It is doubtiul, however, whether the court, under the cireum- 


stances and in the absence of a perversion of the decision, has Jurisdic-" 


tion to compel the complainant to recall its original circulurs or give 
the reef sought, and accordingly the application is denied. 
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le, pivoted to a yoke. This yoke does not impart rigidity to a resilient 
) member, and the short end of the lever does not extend through a 
the. perforation. The La Casse patent shows in Fig. 11 a lever attached 
| 3 to a bar which passes through openings in the two spring cutting 
fe 7a members. There is, however, no means to impart rigidity to a resil- 
if tent member. In both Leckley and La Casse the members are either 
: both resilient or both rigid. If the former, the cam when operated 
vith the yoke or bar would tend to bend both arms out of alignment, 
as there is nothing to support the resiliency of the members when 
the cutting pressure is exerted; if the latter, the invention of the’patent 
‘ | in suit is wanting, for without tlre advantages of a spring action due 
to a resilient member there is no occasion for the strengthening opera- 
tion of the short end of the lever. We conclude, therefore, that the 
construction of the patent in suit shows sufficient novelty to support 
the patent, although the invention is a very small and narrow one. 
ban, !, a The defendant's nail cutter differs from that of the patent in hav- 
its - ing ‘the short end of the fever located between the two members or 
arms, and so arranged as to operate in an upturned bail or staple ex- 
a. tending irom the lower or resilient arm. Its operation, so far as the 
ge issues herein are concerned, is identical with that of the patent. But 
| defendant insists that its short end is not “extended through a pertfor- 
ation in the spring member,” as claimed in the first claim. We cannot 
|: assent to this proposition. If the bail or staple consisted of anSup- 
. turned perforated piece stamped out of the body of the lower member, 
instead of a separate piece, there would be no difference in construc- 
| FE yee ition. There is no difference in function, and, strictly speaking, the short 
: , arm does extend through a perforation in the spring member, namely, 


oo a 


a 


4 the eye of its staple. That the perforation is above instead of helow 
rey al the arm of the member is immaterial in view of its functional identity. 
*. The second claim covers “means for confining the lever when turned 


down into the slot of the rigid member.” The defendant does not 
use this means. 

The decree of the court below is reversed as to the first claim, and 
affirmed as to the second claim, without costs of this court. : 








; VICTOR TALKING MACH. CO. et al. v. AMERICAN GRAPHOPHONE 
‘ Co. 


| (Circuit Court of Appeals, Second Circuit. March 1, 1906. Rehearing De 
nied April 23, 1906.) 


No. 237. 


1. PATENTS—ARANDONMENT OF INVENTION. 
Pending un application for a patent, the specification of which is 
broad enough to warrant the making of certain claims which are not 
made, the applicant, instend of inserting such claims by amendment. may 

at his election make them the subject of a new application, which in such. 
ease may Tairly be considered a continuation of the first, and their omis- 
sion thereltroim will wot operate as an abandonment 
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VICTOR TALKING MACH. CO. V. AMERICAN GEAPHOPHONE CO. 351 Hi 
2, SaME—INFRINGEMENT—GRAMOPHONE. Mi 2 
The Berliner patent No. 534,543, for improvements In talking machines, Te ee 
was not anticipated, and discloses patentable invention; nor is it in- lilisea? tats 
validated by prior public use or abandonment. Claims 5 and 35 also held At Shee Bear. 
infringed. . "Sa ay ’s S38 
+ . . : per” sagacee . 
Appeal from the Circuit Court of the United States for the South- Rein Pee ones 
ern District of New York.  _ : prea ct eo 
This cause comes here upon appeal from a decree of the Circuit } Bie Ruta adhe 
Court, Southern District of New York, sustaining the validity and | Me eS 
finding infringement of U. S. letters patent 534,543, granted Febru- co Geil tee ges 
ary 19, 1895, to Emile Berliner for the “Gramophone.” sit ae 
The opinion in the Circuit Court is reported in 140 Fed. 860, Mast epee | 
Philip Mouro, for appellant. Baa te Sipe 
Horace Pettitt, for appellees. iia Sees 
. * + Cir 48 : > os B 
_ Before LACOMBE, TOWNSEND, and COXE, Circuit Judges. We hie, Pee ¥ 
ott? hg | at -, 
- . . i inh ar zs +. © 
Per CURIAM. In affirming this decree we do not find it neces- ’ He SR si 
sary to add anything to the careiul and exhaustive discussion of the eet Et > g 
issues which will be found in Judge Hazel’s opinion, with one t RAS BBs eS 
single exception. In disposing of the defense of prior public use ti) Si = Bs om § 
based upon the lecture and exhibition before the Franklin Institute, ‘at Bint 2 
| the Circuit Court apparently relied mainly upon the proposition that ey > a 
| what took place there was not a public use, but rather an experi- rite aus 04 e 
mental one. Without discussing the questions thus raised, or ex- + ye oe 
pressing any definite opinion either way, we prefer to dispose of the Petri epee! ba & 
alleged prior public use by means of the application of Berliner, Y  leste it 
which was filed six months prior to the Franklin Institute lecture, mi ty ee 2. 
and which eventuated in patent 564,586, issued subsequent to the pat- ap bts Tie 
ent in suit. The specifications in that application for 564,586 were full met a 34 4 
| enough to warrant the making of the claims here in controversy (5 ta a Fee ‘ 
and 35). At any time the application might have been amended by ye eh ee 
adding such claims, and in our opinion it is immaterial that, instead es be »$ 
of thus amending it, he took the broader claims on another applica- ie F 
tion, filed while the first was pending. The second may fairly be~ bod 
considered a continuation of the first, and thus Berliner’s applica- oF Rath Se 
tion antedates the public use, and the facts will not sustain the con- het) eee 
tention that he abandoned his invention here in suit a) oo ae 
| The decree is affirmed. : hot fi 
. : a 
: Leave to Amend Decree and to Apply for Rehearing on } ee, # 
New Testimony. ae 
} There is no reason why the mandate should be amended because of <r e 
any existing contract or stipulation as to licensing defendant. The et sere 
decree does not operate to abrogate or modify any such agreement. eS 
As to the further relief prayed for, the motion is denied, on the ground su i 
i of laches, eo : 
. ate 
* ee i 
: = “ \ | 
| ‘tres & 
| so eet ee 
| " 
b | ‘alah : 
4 s 
: - 
Raymond R. Wile’ 
Research Library 
~ 


rf 


